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DETAILED ACTION 

1 . The affidavit submitted under 37 CFR 1 .1 32 filed 8/9/2004 is sufficient to 
overcome the rejection of claims 14-30 under 35 U.S.C. 1 12 first paragraph based 
upon applicants statement of reduction to practice. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 14, 16, 17, 24, 25, and 28 are rejected under 35 U.S.C. 102(e) as being 
anticipated by U.S. patent 5,621 ,746 to Futatsugi et al. 

Forming laser diode 20 (col 4, lines 50+) is taught in Futatsugi et al, wherein 
microreliefs are formed "grooves 3 are cut" in the semiconductor substrate, through the 
electrode 10 by a dicing machine, leaving a thickness d of the semiconductor substrate 
1 (col 4, lines 64+, see also fig 2B where groove 3 is shown) where the groove bottom 
width is 40 urn. It is stated that though slanted surfaces are shown, parallel surfaces 
could be used as well (col 5, lines 10+). 

In col 5 lines 1 1+, it is stated that dicing is used to form the microreliefs. It is 
observed that dicing is known to those skilled in this art to be carried out by moving the 
cutting tool transverse and parallel to the substrate. 
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In col 5 lines 13+, the final claimed step of cutting the substrate into bits is taught, 
wherein the "wafer is cut off, ie, pelletized into desired semiconductor lasers." 

With regard to claim 16, the optically roughened surface thus formed (see 
abstract) is a surface with an "optical quality". 

With regard to claim 17, a single tool is used in Futatsugi et al. 

With regard to claim 24, etching is taught in col 6 line 12. 

With regard to claim 25, planarizingly coating is taught in col 4 line 50. 

With regard to claim 28, see the rejection of claim 1 where all of the claimed 
features are described. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 18-20, 22, and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. patent 5,621 ,746 to Futatsuge et al. 

With regard to claim 18, Futatsuge et al teaches the invention as described 
above. Further, while Futatsuge et al does not explicitly teach making the microrelief 
using more than one tool (ie, cutting blade), one of ordinary skill in this art would find it 
an obvious distinction between whether only one, or more than one of these such tools 
are used to form the reliefs. 

With regard to claim 19, a "dicing machine" would be an obvious form of a saw. 
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With regard to claim 20, the members shown in figure 2B which are ultimately 
formed are an obvious type of "prism". 

With regard to claim 22, a saw of plane and parallel faces is an obvious form of 
saw in this art (ie, circular cutting saws). 

With regard to claim 27, see the rejection of claim 1 , and with respect to the 
vertical dimension of the microreliefs, one of ordinary skill in the art looking at figure 2B 
with knowledge that the width is 40 urn would realize that the depth would fall within the 
range of 10 to 600 urn. 

5. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
patent 5,621 ,746 to Futatsuge et al as applied to claim 14, and further in view of U.S. 
patent 6,039,632 to Robertson. 

Futatsuge et al teaches the invention as described above, but does not teach 
finishing. This is taught in Robertson. See abstract. It would have therefore been 
obvious to one of ordinary skill in the art at the time of the invention to have finished the 
surfaces formed in Futatsugi in light of the teachings of Robertson in order to allow the 
light to be "able to propagate in a generally axial direction through the slab" (abstract). 

6. Claims 21 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. patent 5,621 ,746 to Futatsuge et al as applied to claims 14 and 20, and 
further in view of U.S. patent 5,868,125 to Maoujoud. 

With regard to claim 21, Futatsuge et al teaches the invention as described 
above, but does not teach finishing using a V profile abrasive blade to cut the 
microprisms. This is taught in Maoujoud. See abstract and figure 1. Therefore, 
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It would have been obvious to one of ordinary skill in the art to have formed the 
microprisms in Futatsuge et al using a V profile abrasive blade in light of Maoujoud in 
order to be able to form these members in dense, hard surface substrates. 

With regard to claim 26, abrasive grits are present in the blade of Maoujoud. 

7. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
patent 5,621 ,746 to Futatsuge et al as applied to claim 14, and further in view of U.S. 
patent 5,842,912 to Holzapfel. 

Futatsuge et al teaches the invention as described above, but does not teach the 
blade acting as a carrier for polishing abrasive. This is taught in Holzapfel. See col 6 
lines 60+ (abrasive slurry). It would have been obvious to one of ordinary skill in the art 
at the time of the invention to have used the blade of Futatsuge et al as a carrier for the 
grits in Holzapfel in order to effectively distribute distribute the grits during groove 
formation and thus help form the groove. 

8. Any response to this action should be mailed to: 
Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Or, the response may be faxed to: (703) 872-9306. 

For formal communications intended for entry, or for informal or draft 
communications, please label "PROPOSED" OR "DRAFT". 

Any inquiry concerning this communication should be directed to 
Examiner Steven Blount, whose telephone number is (571 ) 272 - 3071 . 

Examiner Blount may normally be reached Monday through Friday 
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between the hours of 9:00 and 5:30. If attempts to reach the Examiner by 
telephone are unsuccessful, the Examiner's Supervisor, Kenneth Vanderpuye, 
may be reached at (571) 272 - 3078. 
SB 12/31/04 
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PRIMARY EXAMINER 



